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Status 

1)13 Responsive to communication(s) filed on 26 August 2004 . 
2a)Q This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 1^16 is/are pending in the application. 

4a) Of the above claim(s) jMO is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 11-16 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121(d) 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 



Continued Examination Under 37 CFR 1. 114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1. 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 8/26/04 has been entered. 

Withdrawn Rejections 

2. The 35 U.S.C. 1 12 rejection of claims 1 1-16 of record in the Final Office Action mailed 
6/23/04, Page 2, Paragraph #3 has been withdrawn due to the Applicants amendment filed 
8/26/04. 

3. The 35 U.S.C. 102 rejection of claims 1 1 and 13-15 as anticipated by Krulevitch et al. of 
record in the Final Office Action mailed 6/23/04, Page 3, Paragraph #5 has been withdrawn due 
to the Applicants declaration filed 8/26/04. 

4. The 35 U.S.C. 1 03 rejection of claims 12 and 1 6 over Krulevitch et al. of record in the 
Final Office Action mailed 6/23/04, Pages 4-5, Paragraph #7 has been withdrawn due to the 
Applicants declaration filed 8/26/04. 

5. The obviousness-type double patenting rejection of claims 11-16 over Krulevitch et al. of 
record in the Final Office Action mailed 6/23/04, Page 5, Paragraph #9 has been withdrawn due 
to the Applicants terminal disclaimer filed 8/26/04. 
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Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1 1-15 are rejected under 35 U.S.C. 1 02(b) as being anticipated by Biasse et al. 
(5,656,181). 

Biasse et al. discloses an apparatus having a sealed microchannel therein comprising an 
etched substrate (Fig. 3a, #22), an etched microchannel (Fig. 3a, #28) in the etched substrate, an 
annealed substrate (Fig. 3a, #32) positioned on the etched substrate so that the annealed substrate 
covers the etched microchannel in the etched substrate (Fig. 3b), annealing the etched substrate 
and the annealed substrate to form an annealed microchannel (Fig. 3b, #38) in the annealed 
substrate over the etched microchannel (Fig. 3b, #28) in the etched substrate, and bonding the 
etched substrate to the annealed substrate forming a bond connecting the etched substrate and the 
annealed substrate, wherein the etched microchannel and the annealed microchannel comprise 
the sealed microchannel (Fig 3c, #48; also see col. 4, lines 8-13 and 38-60). Regarding claim 12, 
note a high temperature annealing in the 600° to 800° range when annealing the etched substrate 
and the annealed substrate to form annealed microchannel (see col. 4, lines 41-42). Regarding 
claim 13, note the etched microchannel in the etched substrate and the annealed microchannel in 
the annealed substrate form a circular sealed microchannel (Fig. 3c, #48). Regarding claim 14, 
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note the etched substrate and the annealed substrate are glass (see col. 3, line 62). Regarding 
claim 15, note the bond comprises fusion bonding (see col. 4, lines 12-22). 

Furthermore, it is to be noted that the limitations "providing", "positioning", "annealing " 
and "bonding" are methods of production and therefore do not determine the patentability of the 
product itself. Process limitations are given little or no patentable weight. The method of forming 
the product is not germane to the issue of patentability of the product itself. MPEP 2113. 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Biasse et al. 
(5,656,181). 

Biasse et al. discloses an apparatus having a sealed microchannel therein comprising an 
etched substrate (Fig. 3a, #22), an etched microchannel (Fig. 3a, #28) in the etched substrate, an 
annealed substrate (Fig. 3a, #32) positioned on the etched substrate so that the annealed substrate 
covers the etched microchannel in the etched substrate (Fig. 3b), annealing the etched substrate 
and the annealed substrate to form an annealed microchannel (Fig. 3b, #38) in the annealed 
substrate over the etched microchannel (Fig. 3b, #28) in the etched substrate, and bonding the 
etched substrate to the annealed substrate forming a bond connecting the etched substrate and the 
annealed substrate, wherein the etched microchannel and the annealed microchannel comprise 
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the sealed microchannel (Fig 3c, #48; also see col. 4, lines 8-13 and 38-60). However, Biasse et 
al. fails to disclose a depth of about 10 um and a width of about 20 um for the annealed 
microchannel. Biasse et al. does, however, teach a microchannel having a width of 125 11m and a 
depth of 3 mm (see col. 6, lines 37-38). Therefore, the optimum ranges for the width and depth 
of the microchannel would be readily determined through routine experimentation by one having 
ordinary skill in the art depending on the desired end results. Thus, it would have been obvious 
to one of ordinary skill in the art at the time the applicant's invention was made to have modified 
the depth and width of the microchannel in Biasse et al. to be of about 10 pi in depth and of 
about 20 |im in width, since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only routine skill 
in the art in absence of showing unexpected results. MPEP 2144.05 (II). 

Response to Arguments 

1 0. Applicant's arguments with respect to claims 11-16 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Catherine Simone whose telephone number is (571)272-1501. 
The examiner can normally be reached on 9:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on (571) 272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





Catherine Simone 
Examiner 
Art Unit 1772 
November 2, 2004 



